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MOLDABLE-FOAM MOLDINGS COMPOSED OF EXPANDABLE STYRENE 
POLYMERS AND MIXTURES WITH THERMOPLASTIC POLYMERS 
DETAILED ACTION 

Election/Restriction 

1 . Applicant's election with traverse of claims 1-7 and 15-17 in the reply filed on 
May 7 th , 2009 is acknowledged. The traversal is on the ground(s) that since the 
International Search Report did not report lack of unity of invention, the unity of 
invention requirement is fulfilled and any reliance upon independence or distinctness of 
the invention is not relevant under the PCT. This is not found persuasive because the 
ISR is only for the purpose of identifying prior art (MPEP 1 843.05) and is nonbinding on 
the Office (MPEP 1893.03(e)). If the examiner finds that a national stage application 
lacks unity of invention, the examiner may require an election (MPEP 1893.03(d)). 
Claims 1-4, 6, 9, and 12 are withdrawn from consideration. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 5, 7, and 10-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Henn et al. (US 5,525,637). 
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4. It is noted that while claims 5 and 7 claim a polystryene, the claims are recited in 
the product-by-process format by use of the language, "A process. ..comprising. ..a 
polymer mixture comprising 50 to 90% by weight of polystyrene B selected from free- 
radical polymerized glass-clear polystyrene (GPPS) or anionically polymerized 
polystyrene..." Case law holds that: 

Even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was 
made by a different process. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). 

5. To the extent that the process limitations in a product-by-process claim do not 
carry weight absent a showing of criticality, the reference discloses the claimed product 
in the sense that the prior art product structure is seen to be no different from that 
indicated by the claims. 

6. Henn et al. teach expandable styrene polymers comprising a mixture of from 50 
to 85% by weight of (a) polystyrene and from 15 to 50% by weight of (b) styrene- 
acrylonitrile copolymer (column 3, lines 41-51). The styrene polymers are prepared by 
mixing the components in a melt using an extruder, where during addition of (d) a 
blowing agent (column 2, lines 31-32), the extrudate must be cooled so rapidly after 
extrusion so that foaming does not occur (column 5, lines 1-5). The resultant styrene 
polymer is subsequently comminuted, usually by granulation (column 5, lines 5-6). 

7. Henn et al. teach that the mixing of components (a) and (b) can be carried out, 
particularly by extrusion (column 5, lines 25-26). The styrene polymer must be 
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subsequently impregnated with a blowing agent (column 5, lines 27-28). This is 
achieved by adding the blowing agent to the molten polymer during extrusion (column 5, 
lines 29-30). The resultant polymers are comminuted to sizes of from 0.1 to 6 mm 
(preferably 0.4 to 3 mm) (column 5, lines 34-36). This is carried out by granulation after 
extrusion (column 5, lines 36-37). The particles are usually in bead form or pellet form 
(column 5, lines 38-39). The granules then are suspended in a liquid, usually water 
(column 5, lines 40-41 ). Henn et al. do not specify at what pressure pelletizing is 
performed. One of ordinary skill in the art would recognize that because no pressure is 
specified, the process is expected to be performed at atmospheric pressure (1 bar). 

8. Henn et al. further teach that components (a) 1 00 parts by weight polystyrene 
(84.7% by weight) and (b) 18 parts by weight styrene-butadiene-styrene block 
copolymer (15% by weight) are mixed at a temperature of 180 °C in an extruder (column 
6, lines 36-41 ). The mixture was forced through a die plate having 1 mm bores (column 

6, lines 42-43). The extrudates were solidified in water and granulated into particles 
(beads or pellets) (column 6, lines 43-45). The beads had a density of 23.8 g/L (column 

7, line 4). 

9. Henn et al. further teach that the formed expandable styrene particles can be 
welded to form moldings (column 5, lines 60-61 , relevant to instant claim 7), and the 
moldings have a density of from 5 to 70 g/L (column 5, line 63). 

1 0. Instant claims 1 0-1 1 state properties of the polymer mixture formed in claim 7: a 
polydispersity of less than 3.5 (instant claim 10) and particularly, a polydispersity of from 
1 .5 to 2.8 (instant claim 1 1 ). Henn et al. do not elaborate on the properties recited in 
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claims 10-11. However, since the same composition that is disclosed in instant claim 7 
(by the same method disclosed in instant claims 7) is taught in Henn et al., one of 
ordinary skill in the art would expect that the composition of Henn et al. would have the 
same properties (polydispersity) as the composition disclosed in claim instant claim 7. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Henn et 
al. (US 5,525,637). 

1 3. Henn et al. further teach that styrene polymers of the invention have a mean 
molecular weight M w of from 100,000 to 200,000 (column 3, lines 1-4). 

14. The reference differs from claim 8 by failing to disclose an example falling within 
the claimed range, and by failing to disclose a range with sufficient specificity to 
anticipate the claimed range. However, the reference teaches a range that overlaps the 
claimed range, and it has been held that overlapping ranges are sufficient to establish 
prima facie obviousness. See MPEP 2144.05. 

1 5. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have selected from the overlapping portion of the range 
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taught by the reference because overlapping ranges have been held to establish prima 
facie obviousness. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KARA NEGRELLI whose telephone number is 
(571)270-7338. The examiner can normally be reached on Monday through Friday 8:00 
am EST to 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571)272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/KARA NEGRELLI/ 
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Supervisory Patent Examiner, Art Unit 1796 



